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^^^f , . , hat the torma , swings failed to comply with 37 CFR §1.84. 

The Examiner radicated that the forma 
N e W forma,drawmgsaresubmit,e d herewith that are heheved to address 

OMectior^toiheSEeci^ ,„„ „n several grounds. First, the Examiner 

^ .0 the spe— ns ; s ^ oftheparentapp „ C at,ons. 
into tedthatthespee lfi eat,onshou,dhe ame„d« ^ ^ ^ ^ ^ ^ 

Ap pHca„ts respect point o. that ra an ^ ^ ^ ^ ^ ^ ^ 
thatappUcatlonsenalm mherOS^ 

has heen amended herein to more spec c. ^ describing the claimed 

Examiner objected to the abstract of the dtsclosu ^ ^ ^ 



invention. 



o r T t c r R1 1 1 Second P^agr^h 
QaimRejectonsU^^ second paragraph as being indefimte 

Clatas 10-12 stand rejected under 35 U. . . 8 . < ^ 

••hiologica, characteristics" are unciear and mdetote. ^ ^ ^ 

Apphcants respec.Mly dtsagree w-th ^ the Ex • ^ ^ ^ 

dependences. Thus, the rejection is no longer apphcable. 
OaimRe^o^^ 
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j « it c r &112, first paragraph as 

Ciarms 1-12, 22 25-29 are rented under 35 U § 

one skilled in the art to make and/or use the mvenUon. ^ ^ 

r j tw the antibodies claimed in claims lu ^ * 
F ,rst, the Exarmner found that the anttbo ^ ^ ^ 

tv^ Pvaminer indicates that it tne lwuuw 
Caimed — n. The Exan ^ ^ ^ ^ ^ the 

,he ATCC under the terms of the Budapest y. ^ be 

tfM Z «- — — - - 7 - 1 J - » - 

t 9^ 1998 the deposit numbers and dates w 

^endmen. filed January 26 99^ t P At page 79, lines 3- 

^tronontherra—t y ^ — - - 

Hevermeiess, Applicants a g am - « ^ ^ fee and wlt hout 

under the terms of the Budapest treaty and that the anhbod 

restnctI o„ or condrtton reload to the - « ^of depos,,, 5 yeaIS .er 
Wlll be m— by the AXCC ^foraper^ 0 ye. ^ ^ ^ ^ ^ ^ 

the last request for a sample or for the enio 
application. 

ssrtsss.-- 

reference in the present application. tincr the effects of administering ob protein, 

, T • »t d reference descnbes testing the eitecis m 
While the Levin et al. reterence u her 

one of skrl, in the an will recogtuze that the methods are readrly apphed 
proteins such as agomst antibodies, as indicated in the specficatron. 
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• 1 , ,9 22 and 25-29 under 35 U.S.C §112, &st 
The Examiner rejected clams 1, 3-12, 22, ^ 

antibody which decreases body weight or fat depot gn 

Applicants respectfully disagree ana tQ & 

• t cntihndies with a particular property and are noi 

, r j in anv obese mammal (page 69, lines 1 iy 
weight or fat-depot weight or food intake in any ^ ^ 

ob /ob mouse ,s provided as an exemplary obese mamma,, the teaching 

"Trf ordina. *» > - a, - be able » 

i„ Examp.es 13 and 14. ^ ^ ^ that have the 

Further one of skill m the art wo ^ ^ 

abmty t0 m body weight or jj^^ refcrs t0 the teachings 

su chmethodswou,dbeapparent,oo»eofskl. nthe n P 

0 f Levin e, a,., now included explicitly, which prov.de — f 

todies to m^<^^^<^T^ length and stat es that "as no 
Th e Examiner discusses the ob/ob mouse mode « ^ ^ 

such genetIC „ been — d to — — _ ^ 
me same factor to be effective in humans... The rf 
antibody is no, dependent upon any part.cu.ar genetic defects, bu, 
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, * WSX receptor Thus, Applicants respectfully submit that the 

j , r oc tjsC §112, first paragraph as 
, ■ ,n ?? and 25-29 are re ected under 35 U.b.U 9 
Claims 1-12, 22 and ^ ^ ^ & way as t0 

rssrsssx — 

the specification. extracellular domain sequence within SEQ 

ID NO: are provided at pages ou 

anybodies are provided at page 67, line 3 tough page 68, hne^ ^ ^ ^ 

More spec a~*«- Z^ZZ - — -» 

extract domain of a receptor hav,„g a WSX *f P 

wn ID NO- 2 can be found in Examples 13 and 14. 
sequence wrthm SEQ ID NO. 2 ^ ^ slgnlficant 

Support for the selectton of agon ar*b ^ ^ ^ fa 
decrease in body weight or fat-depot we.ght or food mtake m 

example, at page 69, lines 1-6. wWle support for 

Support for claim 2 can be found, for example, at page 69, 

claims 4 and 5 can be found at page 66, lines 20-25. ? ^ g 

Support for clatms 3 and 6 can be found m « 3 - - » ^ ^ ^ ^ 

/-o i; ne s 6-8 Support for claims 11, iz anu z. 
can be found at page 68, lines o s. ou FF 

line 26 through page 67, line 22. 
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pie, at page 18, lines 30-33, and at page 



Support for claims 25-29 can be found, for exam, 

60, line 1 through page 64, line 13. speciflcat ion as file, Applicants request 

As the present claims are fully supported by the speciiic 

withdrawal of this rejection. 

CJaimRejec^ . - sTISC 8102(e) as being anticipated by 

Ti 1 a 9Q were rejected under 35 U.b.u ) 
Claims 1-H and 25-29 were reje Tartas lia et al. teach a 

♦ xt s Q7? 621^ The Examiner states that lartagna 
Tartagha et al. (U.S. Patent No. 5,972,621). ^ tQ ^ 

met hod for identifying an antibody which decreases body weight 

a— that a— or « ~ - - ^ ^ ^ da;med 

producng and testtng agonist ant.bod.es to WSX rf 

Tjr— r— ~— 

weight or food intake is provided. reference. However, 

The Examiner refers to a number of passages ,n the Tart gh 
scants respects subm,t «ra, none of these = < ^ ^ — 

— <° ° bR genMa V ' je utilized' to evaluate the effee, of compounds on expression 
detect ObR in a biologtcal sample, utthzed ^ ^ 

, , „f ObR used in conjunction with gene therapy to evaluate the 

levels of ObR, J QbR activlty (oohiam 22, hnes 

-- dCdlSandm t:t Tig- each or suggest a method for se.ectmg agoms, 
o«; a?^i Howeve, nowhere does idiws" 

25-42). Howe • u t nr fat denot weight or food intake as claimed, 

antibodies that decrease body weight or fat-depot we g 

As Tartagha et al. does not teach or suggest the method of Claim 1. 

that this rejection be withdrawn. 

Conclusion 
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For th e reasons **» *»— ^ £ ^ 

below in order to resolve such issues promptly. 



Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 




Dated: February 10, 2003 ' Mdrew N . Merickel 

Registration No. P-53,317 
Attorney of Record 
Customer No. 20,995 
(415) 954-4114 
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^^^BlSEecification 

v, n,ap 1 lines 6-9 has been amended as follows. 
The paragraph on page l.hnes 17 CFR 51 53(b) claiming priority under 

Thisisanon- P rovisionala P p.iea«ionMedunder37CFR § 1.53Wcl gP 

,5 U SC 51.9(e) to P rovis,onal app.ication serial no. 60/064,855 filed January 8, 1996 ud 
vie 35 USC § ,20 .0 non-provisional apphcation Serial No. 08/667,197 
claiming priority under 55 u.a.v,. s 1 ' 

fl ,ed June 20. 1996,^ ■**«*»■ " ^ ^ * 



In the Claims 

Claim 1 has been amended as follows: 

or fat deoot weight or food intake in an obese animal, comprising the steps of 

of . reclpl having a WSX mottf comprising the extracellular domam seance vMhm 

.^rf^^^*^-^ decrease m body w.ght or fat-depo, werght or food 
intake in an obese animalraad 

ji i l u f f lir i hilit ■ -t^ m rrrn fh4 . 



Claims 1 1 and 12 have been amended as follows: 

(Twice Amended) The method of claim UO wherein said antibodies bind to 
the epitope bo Id by an antibody selected from the group consisting of 2D7 (ATCC Accession 

Number HB-12248) and 1C1 1 (ATCC Accession Number HB- 12250). 

12 (Twice Amended) The method of claim 140 wherein said antibodies have 

■ rr™ residues from an antibody selected from the group 
complementarity determining region (CDR) residues rrom 

• xt u ur 19949^ i G4 (ATCC Accession Number HB- 
consisting of 2D7 (ATCC Accession Number HB-12249), 1W (Ai 

-11- 



.AppLNo. : #/779,457 

Filed : January 7, 1997 



• xt u xro 1 9?45tt and 1C1 1 (ATCC Accession Number HB- 
12243), 1E11 (ATCC Accession Number HB- 12248) ana iuu ^ 



12250). 



AMEND 

W:\DOCS\ANM\ANM-4539.DOC 
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